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1. Upon consideration of the remarks filed 2 September 2004, the finality of the 
previous rejection is withdrawn. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claim 46 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Blanchard et al (US 4,145,703). 

Blanchard et al shows, in Figure 5 for example, a microelectronic substrate 
assembly comprising a substrate (10A. 12A. 16A, 20A taken together), a first layer 
(25B) of silicon nitride disposed over at least a portion of the substrate. There is a 
second layer (26A) of a second material (polysilicon; column 7 line 56) disposed over 
the first layer. There is a third layer (28A) of a third material (silicon dioxide). The 
silicon nitride, polysilicon, and silicon dioxide layers all are inherently different 
colors because of their different materials. 

This structure is all that is claimed. The phases "for use on controlling 
mechanical and/or chemical-mechanical planarization processes" and "defining a 
desired endpoint elevation for a planarizing cycle" are non-limiting statements of 
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intended use; there is no structure to relate the claim to this, or any use. The 
reference shows the structure claimed. 

The claim also labels the third layer "a sacrificial marker layer". However, 
the only structure given the third layer is that is it "of a third material having a 
third color optically distinct from the first and second materials". While Applicant 
may choose to call the layer anything he likes, the reference shows the structure 
claimed, which is what is required for a proper rejection. 

4. Claims 52-55 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Blanchard et al (US 4,145,703). 

Blanchard et al shows, in Figure 5 for example, a microelectronic substrate 
assembly comprising a substrate (10A. 12A. 16A, 20A taken together), a first layer 
(25B) of a first material (silicon nitride, column 7, line 50) disposed over at least a 
portion of the substrate. The reference shows a second layer (28A) of a second 
material (silicon dioxide, column 7, line 54), and shows a third layer (26A) of a third 
material (polysilicon, column 7, line 56) disposed between the first and second 
layers. The silicon nitride, silicon dioxide, and polysilicon layers all are inherently 
different colors because of their different materials. 

In the reference, the third layer is on the first layer and the second layer is on 
the third layer (in both claims 53 and 55). As pointed out above, the first layer is 
silicon nitride, and the second layer is silicon dioxide (in both claims 54 and 55). 
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See the remarks above in relation this reference and claims 46. As with that 
claim, the reference shows the claimed structure. The claimed intended use and 
choice of label for the third layer does not add structure or modify the claimed 
structure, and thus does not, and cannot, contribute to the patentability of the 
claim. 

5. It appears that claims 59-65 appear to be allowable. The Lustig et al 
reference does not appear to teach the claimed use of first and second light pulsed of 
different frequencies (that is, wavelengths) and using both to control a 
planarization process when a underlying layer is exposed. The Lustig reference 
shows using a single light source, not the two of the claims. 

The remarks filed 2 September 2004 argue that the Lustig et al reference 
does not show " a sacrificial marker layer" (remarks, page 12, lines 23-24). As noted 
above, attaching this appellation a layer adds nothing to the method of the claims 
as there is no structure or method step to give meaning to the term "sacrificial 
marker layer" beyond a convenient term of reference; the definition of the term in 
the claim is that it is between two other layers with a color and material different 
that the other two layer, and the light intensities in the measuring apparatus 
indicates when it is "exposed and/or at least partially removed". Lustig used optical 
reflectance measurements to determine when an underlying layer is exposed, that 
is, the overlying layer is removed (column 9, lines 5-16, for example). The 
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underlying layer of the workpiece of Lustig thus is the claimed layer of claim 59; 
choosing to call it or not to call it a "sacrificial layer" does not change the structure 
or method claimed. 

6. Claims 56-58 claim that the third layer is red, black or white, respectively. 
The Blanchard et al reference shows the third layer being made of polysilicon (see 
the rejection of clam 52 above). The color of polysilicon in such a structure is a 
matter of fact, not of law; if polysilicon is red, or black, or white, the corresponding 
claim 56, 57 or 58 would be met by the Blanchard et al reference in the same 
manner as is claim 52. However, Applicants in the remarks filed 2 September 2004 
state that Blanchard does not disclose the third layer being red, black or white 
(claim 12, lines 2-4). This observation, to be relevant to the patentability of the 
claims, must relate to the actual color of the third layer, that is, to the actual color 
of a layer of polysilicon; the color of this polysilicon layer does not depend on 
whether on not Blanchard et al, or any other reference, discloses that color! Based 
upon the assumption that Applicant, apparently being a worker in the art, is more 
aware than is the Examiner of the actual color of the various materials disclosed by 
Blanchard, the comments in the remarks that Blanchard does not disclose a red, 
black or white intermediate layer are taken to be correct, and thus claims 56-58 
appear to contain allowable subject matter. 
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7. As set forth in the previous office action, the Van Laarhoven (US 4,946,550) 
shows the claimed structure of claims 46-51 with the possible exception of the third 
layer (5), being a resist layer being a "third color optically distinct from the first and 
second colors of the first and second material". Here, as above, merely calling the 
layer a "sacrificial marker layer" does not set forth structure to distinguish the 
resist layer of the claim to Van Laarhoven, not does adding statements of intended 
use which do not add structure. In the Van Laarhoven patent the resist is chosen to 
be suitable for photolithographic purposes, and thus it would have been obvious to 
choose any resist suitable for that purpose. If any of the suitable resists which are 
known and are known to be suitable for the purposes of the Van Laarhoven 
reference have "a third color optically distinct from the first and second colors of the 
first and second layers", that is, a different color that silicon nitride and silicon 
dioxide, then the Van Laarhoven reference would at least render obvious claim 46 
under 35 USC 103, as the resulting structure would be that of the claim. Similarly, 
if any resist which was obvious to use for the purposes of Van Laarhoven were not 
only a differently-color, but also were opaque, it would render obvious claim 47; if it 
were also optically transparent, it would render obvious claim 48; if it were also red, 
black, or white it would render claims 49, 50 and 51, respectively, obvious. This is a 
factual issue, not a legal one; the actual color of the resists available to be used of 
the purposes of Van Laarhoven are what they factually are; the color of these resists 
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in not created by the disclosure of this or that reference, and the lack of disclosure 
in any reference does not remove the colors that they actually have. 

However, Applicant in the remarks present arguments, to the degree they are 
relevant to the patentability of the claims, are based upon the factual statement 
that such resists suitable for the purposed of the Van Laarhoven reference are not 
in fact a different color than both silicon nitride and silicon dioxide. Applicant in the 
remarks point out that the reference "does not disclose that its resist is a different 
color than the underlying layers", and that "resists are typically clear, transparent 
liquids" (page 9, lines 20-22), and "is not described as being optically 
distinguishable from the underlying layers" (page 10, line 2). Clearly whether a 
layer is optically distinguishable from an underlying area is a matter of 
observational fact, and clearly does not depend upon whether or not any particular - 
reference mentions that it is or is not. Thus the actual patentability of the claim is 
based upon whether or not factually the resist layer may be, within ordinary skill in 
the art, chosen to be as resist that happens to have, factually, a different color than 
the underlying area; patentability of a claimed structure depends on the structure, 
not on the disclosed reasons for producing that structure. Based upon the 
assumption that Applicant, apparently being a worker in the art, is more aware 
than is the Examiner of the actual color of the various available resists suitable for 
use in the structure of Van Laarhoven, the comments in the remarks that Van 
Laarhoven does not disclose a resist on a different color than the first to layers, 



Application/Control Number: 10/620,713 Page 8 

Art Unit: 2877 

either opaque of transparent, and in particular not being red, black or white, are 
taken to be correct, and thus claims 47-51 appear to contain allowable subject 
matter. 

8. Claim 47-51 and 56-55, as discussed above, appear to contain allowable 
subject matter. These claims are objected to as being dependent from unallowed 
claims, and would be allowable if rewritten in independent form including all of the 
limitations of their respective parent claims. 

9. Trudel (US 4,305,760) notes that "polysilicon can be distinguished from films 
such as oxide films by color or reflectance ..." (column 4, line 35-37) and teaches 
using a polysilcon film as a monitor film for controlling etching (column 4, lines 37- 
42). 

10. The remarks filed 2 September 2004 argue that one of the claimed layers is 
disclosed as being a sacrificial marker layer. However, as set forth above, this is not 
relevant to the instant claims, which provide no structure to distinguish the layer 
form any other layer. Applicant may, of course refer to the layer be any term he 
wishes, but the scope of the claims is determined by the structure that is set forth in 
the claim, not by the mere choice of terminology used in the claim. The remarks do 
not point out, and apparently the claims do not contain, any claimed structure that 
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would distinguish the claimed third layers from the corresponding layers in the 
references based upon the choice on terminology. The remark on page 11 of the 
remarks, lines 18-21, that "it is incorrect to characterize the polysilicon layer 26A as 
a sacrificial layer that marks the endpoint or other location in the film stack for 
subsequent processing" misses the fact that the claims do not define the structure of 
the claims in any to make the term "sacrificial layer" a structural limitation. The 
claims calls for a layer with certain characteristics, such as being a different 
material and color than related layers, which is shown by the reference. The 
remarks impermissibly read the specification into the claims. 



11. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Richard A Rosenberger whose telephone number 
is (571) 272-2428. The examiner can normally be reached on Monday through 
Friday during the hours of 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Gregory J. Toatley, Jr. can be reached on (571) 272-2800 ext. 
77. The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). ^<^~ \ 



R. A. Rosenberger 
20 September 2004 




